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VEMORANDUM
McLaughlin, J. Cct ober 24, 2011

In this action, Nova Design Technologies, Limted
(“Nova”) filed suit against Matthew K. Walters, Dale E. Walters,
and Brian Guerra (“individual defendants”), as well as
Respironics, Inc,; RIC lnvestnents, LLC (“RIC); Philips Holding
USA, Inc. (“Philips”); Respironics Novanetrix, LLC, and
Children’s Medical Ventures, LLC (“CW’) (“corporate
defendants”). The action arose fromthe alleged use of Nova's
confidential information by the individual defendants, as
officers of a conpany named Omi Therm to apply for a patent
used in infant heel warnmers now marketed and sold by CW. The
plaintiff brought clainms for breach of contract, fraudul ent or
negl i gent m srepresentation, fraudul ent conceal nent or
nondi scl osure, conversion, trade secret m sappropriation,
correction of inventorship, patent infringenent, unjust
enrichnment, and violation of the Sherman Act.

The defendants RIC and Philips have filed a Renewed

Motion to Dismss under Rule 12(b)(2) for |ack of personal



jurisdiction, and the plaintiff has filed a Mdtion for Leave to
File a Sur-reply to the defendants’ notion. The Court will grant

t he defendants’ notion and deny the plaintiff’s notion.

Factual and Procedural Background?

In 1992, Nova, through its research scientists,
devel oped a new trigger for a heat pack composed of circular
ceram c objects that can be squeezed or rubbed together while
suspended in a supercool ed aqueous salt solution, resulting in a
crystallization process that gives off |latent heat. The trigger,
when placed inside a flexible plastic bag containing such a
solution, e.g., sodiumacetate, represented an advance in the
product design of heat packs. Heat packs are used, for exanpl e,
to warm hands at outdoor sporting events and in heel -warm ng
packs used on infants in hospitals. Earlier heat pack designs
had used triggers that were | ess stable or sharper than those
devel oped by Nova, and thus placed the heat packs at risk for
puncture or unintentional activation when dropped. Nova sought
to patent the new trigger and was issued U S. Patent No.
5,275,156 in January, 1994. Am Conpl. 9T 19-20.

In 1995, a researcher at Nova, Jainme Schlorff, began to

! The Court limts its discussion of the facts to those
relevant to the instant notions. Were they are not drawn from
the Anended Conplaint, the facts stated are taken from
declarations attached to the defendants’ notions and are
uncont est ed.
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devel op an non-netal lic al um num oxi de “sandpaper trigger” that
was even nore effective at initiating crystallization and
avoi di ng preactivation, and that could be used with a range of
sodi um acetate concentrations. Schlorff contacted Omi Therm a
heat pack retailer, and asked its officers Dale and Matt Walters
whet her Omi Therm woul d be interested in purchasing or |icensing
the new non-netallic sandpaper triggers. The Walters expressed
i nterest and began negotiations to determ ne how to proceed; the
Wal ters and Nova signed a Confidentiality Agreenment on Cctober
13, 1998 so that Omi Therm coul d eval uate Nova' s trigger
technology. The Confidentiality Agreenent covered a three-year
period or until Nova received a patent for the sandpaper-trigger
design. Around that tinme, Matt Walters told Schlorff that Omi
Therm sol d i nfant heel warners to Respironics and/or CW. [d. 11
22-24.

Throughout the end of 1998 and the begi nning of 1999,
Wal ters and Schl orff engaged in negotiations over Omi Thermnis
purchase or use of the sandpaper triggers. Negotiations broke
down over price around February 24, 1999, at which point Nova did
not hear from Omi Thermfor over 18 nonths. Negotiations were
reopened in the fall of 2000, and advanced to the point where
Matt Walters told Schlorff that Omi Therm woul d order and pay
for 20,000 triggers, although Nova | ater experienced sone

difficulty wwth the production of triggers to Omi Therms



specifications. [1d. 1Y 25-41.

On March 16, 2001, the Walters engaged counsel to
prepare a patent application (“*295 Application”) for a heat pack
wi th a sandpaper trigger w thout inform ng Nova, which the
plaintiffs allege was in violation of the Confidentiality
Agreenment. The *295 Application |lists Matt Walters as the
inventor. By the mddle of 2001, Omi Therm began to nmake heat
packs wi th al um num oxi de sandpaper triggers. A simlar
application (“*591 Application”) was filed in Novenber 2001,
listing Matt Walters as the inventor. The ‘591 Application was
anended to assert priority as of the ‘295 Application’s filing
date, and on April 12, 2005, Walters was ultimately granted U. S.
Patent No. 6,878,157 ("' 157 Patent”). 1d. 1Y 42-44, 48-49, 57-
58.

I n 2002, Nova began to sell heat packs with the
al um num oxi de sandpaper trigger devel oped by Schlorff. The
plaintiff alleges that Respironics and/or CW have al so been
maki ng, purchasing, inporting, and/or selling infant heel warner
heat packs made with a sodi um hydrate sol uti on and sandpaper
trigger for several years and sold under a “Heel Snuggler” nark.
The only defendants all eged to have sol d heat packs under the
“Heel Snuggler” mark are CW and Respironics. 1d. 1Y 21, 64-66.
Omi Therm was the whol esal e provider of heel warners to

Respironics “through Children’s Medical Ventures” until its



acquisition by Respironics. Am Conpl. Ex. K

The plaintiff notes that “Heel Snuggler” heat packs
state its manufacture by CW and include a Philips name and marKk.
The plaintiff included website printouts advertising and offering
t he Heel Snuggler for sale under Respironics, Philips, and CW
mar ks. The Heel Snuggler mark was issued to RIC Investnents on
July 12, 2005 under U.S. Registration No. 2,967,826. 1d. 1Y 66-
68.

Nova al | eges that Respironics, Philips, RIC
| nvest nents, Respironics Novanetrix, and/or CW sold over one
mllion Heel Snuggler heat packs annually, and that the Heel
Snuggl er infringes on the ‘157 Patent, which the plaintiffs
contend properly belongs to Schlorff. WMtt Walters is alleged to
have licensed or sold the ‘157 Patent to Respironics, RIC,
Respoi roni cs Novanetrix, or CW, either directly or through the
sale of certain assets of Omi Thermon May 15, 2006. [d. 1Y 69-
74, 78. CMW is the current and sole owner of the ‘157 Patent
pursuant to an Asset Purchase Agreenent between Omi Therm and
CW dated May 15, 2006. CW is also solely responsible for, and
controls, the marketing, manufacture, and distribution of heel
war ners bearing the “Heel Snuggler” mark. Decl. O WIIiam
Thonpson, Renewed Mdt. to Dismss Defs. Ex. 9 Y 3, 5.

RI C I nvestnents, LLC and Philips Holding USA, Inc.

(“moving defendants”) clarified their corporate structures and



relationships to the forumin a series of sworn decl arations
attached as exhibits to their notions to dismss and at the
request of the Court followng a hearing on May 9, 2011. Tr.
Oral Arg. 58:8-60:25. The Court summarizes the rel evant
characteristics of each noving defendant as alleged in the
conpl aint and from undi sputed avernents of the declarations

appearing in the Renewed Modtion to Dism ss.

A Phi | i ps

Philips, a Del aware corporation, is a holding conpany
with its principal place of business in Andover, Massachusetts.
Philips directly or indirectly owns defendants Respironics,
Respironics Novamterix, RIC, and CW. Philips has no enpl oyees.
Philips does not own any U. S. patents. Philips does not exercise
control over its subsidiaries by using themas a marketing
di vision or exclusive distributor. Although Philips and CW have
sonme officers in common, nmanagenent and financial functions are
separated. Philips does not derive any revenue from products
sold or used in Pennsylvania. Decl. of Joseph Innanorati, Mot.
to Dismss Def. Philips Holding USA, Inc. (“Philips Mot.”), Ex. B
19 3-16.

Philips is a wholly-owned subsidiary of Koninklijke
Philips Electronics N.V., a publicly-held conpany, which ows the
“Philips” mark registered in the United States. Philips Hol ding

USA, Inc.’s Rule 7.1 Disclosure Statenent (Docket No. 25). The
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“Philips” and “Heel Snuggler” marks appear, along with
“Children’s Medical Ventures,” on the Heel Snuggler product. Am
Compl . Exs. J, K

B. R C

RIC, a Del aware corporation, is a holding conpany whose
predecessor (RIC Investnents, Inc.) was created to handl e the
licensing of intellectual property to its subsidiaries and ot her
busi nesses. RIC s principal place of business is in Del aware.
RICis an “indirect subsidiary” of Respironics, Inc., which is
whol |y owned by Philips. RIC does not nmanufacture, sell, offer
to sell, or inport any products in the United States, nor does it
mar ket or advertise any products in the United States. RIC and
CW have sone officers in common, but nmaintain separate
managenent and accounting records. RIC derives no revenue from
the sal e of any products sold by any other defendant in the
instant action. Decl. of Kenneth J. Kubacki, Mt. to Dismss
Def. RIC Investnents, LLC (“RIC Mdt.”) (Docket No. 31), Ex. B
19 3-7, 12-13.

In July 2005, RIC registered the trademark for “Heel
Snuggler” with the U S. Patent and Trademark O fice, and RIC
continues to own the mark. Pl.’s Resp. to Renewed Mdt. to
Dismiss Defs. Philips & RIC (Docket No. 65), Ex. 1 at 1. The
“Heel Snuggler” mark appears on the heel warmer products that the

plaintiff alleges infringes the *157 Patent (which is alleged to
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be owned by Schlorff, the Nova researcher).

C. Mbtions to Disniss

Philips and RI C separately noved on March 21, 2011 to
di smi ss the conplaint against themfor |ack of personal
jurisdiction, each asserting that they did not have enough
contacts with Pennsylvania to sustain jurisdiction (Docket Nos.
31-32). The Court held oral argument on these notions (anong
others) and the parties agreed to seek a resolution of the
jurisdictional issues through the provision of declarations
clarifying the relationships of the corporate defendants to one
anot her and the products at issue. Tr. Oal Arg. 57-59. The
parties were directed to update the Court by July 1, 2011 as to
the status of discussions regarding the preparation of an
affidavit by RIC and Philips describing their relationships to
the other corporate defendants, to the ‘157 Patent, and to the
Heel Snuggl ers product, with an eye to voluntarily dism ssing the
nmovi ng def endant s.

The novi ng defendants conferred with counsel for the
plaintiffs and provi ded decl arations stating that neither R C nor
Phili ps has had any invol venent in the manufacture, sale, or
di stribution of the Heel Snuggler product, and that CW is the
sole entity responsible for those activities. The plaintiff
i nsisted upon a declaration that RIC and Philips were not

involved in the licensing or controlling the quality of goods
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bearing the “Philips” or “Heel Snuggler” marks. The plaintiff
al so sought information denonstrating that Matt Walters had
assigned the ‘157 Patent to Omi Therm and/or CW. Wen this did
not resolve the dispute regarding the Court’s jurisdiction over
RI C and Philips, those defendants filed a joint Renewed Mdtion to
Dismss. Renewed Mits. to Dismss Defs. Exs. 5, 8, 9.

Oficers of RRIC and Philips submtted additional
decl arations stating that neither conpany had possession or
control over docunents relating to the 1998 Confidentiality
Agreenent, clains by Schlorff regarding the devel opnment of the
sandpaper trigger, or the ‘157 Patent. Defs.’ Reply Br. to Nova
Design’s Resp. to Renewed Mot. to Dismss Defs., Exs. 2-3. The
plaintiff requested permssion to file a sur-reply to the Renewed
Motion to Dismss to informthe Court of the information it has
not received fromthe noving defendants in jurisdictional
di scovery. Specifically, the plaintiff seeks information
regarding the individuals controlling the quality of the “Heel
Snuggl er” mark, prosecution and enforcenent of the ‘157 patent,
marketing information with respect to the Heel Snuggl er products,
and any licensing agreenents with respect to the Heel Snuggler
and Philips marks. Pl.’s. Mdt. for Leave to File a Sur-Reply

(Docket No. 68) at 2.

. Di scussi on

Because the question of jurisdictionis “intimtely
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i nvol ved with the substance of the patent laws,” a district court
faced with a patent infringenent suit applies the | aw of the
Federal Circuit when anal yzing the existence of personal

jurisdiction. Avocent Huntsville Corp. v. Aten Int’l Co., 552

F.3d 1324, 1328 (Fed. G r. 2008) (quoting Akro Corp. v. Luker, 45

F.3d 1541, 1543 (Fed. Gr. 1995)). Were a finding of patent
infringement is “a critical factor in determining liability on
t he non-patent clains,” Federal Circuit |aw should apply.

Breckenridge Pharm ., Inc. v. Metabolite Labs. Inc., 444 F. 3d

1356, 1362 (Fed. Cr. 2006). Here, the facts that are rel evant
to infringenent are also likely to resolve the non-patent clains
of m sappropriation and m srepresentation, and so the Court
applies Federal Circuit law to the question of jurisdiction.

The Court’s determ nation of personal jurisdiction over
t hese out-of-state defendants is dependent upon two inquiries:
(1) whether Pennsylvania s |long-armstatute reaches the
def endants; and (2) whether the assertion of personal
jurisdiction conports with constitutional notions of due process.
Avocent, 552 F.3d at 1329.

Pennsyl vania’s long-arm statute is coextensive with the
limts of due process, so the Court’s inquiry collapses into a
single inquiry, whether the assertion of jurisdiction over RIC
and Philips conports with due process. 42 Pa. Cons. Stat.

8§ 5322(b). 1In a patent case, the United States Court of Appeals
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for the Federal Circuit instructs district courts to exam ne
three factors in determ ning whether the exercise of jurisdiction
over an out-of-state defendant satisfies due process. These
factors are: (1) whether the defendant “purposefully directed”
its activities at forumresidents; (2) whether the claim®arises
out of or relates to” the defendant’s forumactivities; and

(3) whether the assertion of personal jurisdiction would be

“reasonable and fair.” Silent Drive, Inc. v. Strong |ndus.,

Inc., 326 F.3d 1194, 1202 (Fed. Cr. 2003). These factors
correspond to the “m ni numcontacts” and “fair play and

substantial justice” prongs of the International Shoe due process

analysis. 1d.; see also Int’'l Shoe v. Washington, 326 U. S. 310,

316 (1945).
The plaintiff’s burden is to establish that the
def endant has m ni mum contacts with the forum in addition,

where the district court’s disposition as to
t he personal jurisdiction question is based
on affidavits and other witten materials in
t he absence of an evidentiary hearing, a
plaintiff need only to make a prima facie
showi ng that the defendants are subject to
personal jurisdiction. |In the procedural
posture of a nmotion to dismss, a district
court nust accept the uncontroverted
allegations in the plaintiff’s conplaint as
true and resolve any factual conflicts in the
affidavits in the plaintiff’s favor.

Elecs. for Imaging, Inc. v. Coyle, 340 F.3d 1344, 1349-50 (Fed.

Cir. 2003) (internal citations omtted).
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A Phili ps

Philips is the direct parent conpany of defendant
Respironics, Inc., and through it, partially owns RIC and fully
owns Respironics Novanetrix, LLC. Respironics Novanmetrix in turn
owns CW, the owner of the ‘157 Patent and manufacturer,
mar keter, and seller of the Heel Snuggler product. Philips is a
Del awar e-i ncor porated hol ding conpany with its principal place of
busi ness in Massachusetts. |t neither manufactures nor sells any
products in Pennsylvania, nor derives any revenue fromthe
products sold by its subsidiary CW.

The only contact that the plaintiff alleges Philips has
wi th Pennsylvania is through its ownership of the subsidiaries
al l eged to have manufactured infringi ng goods and m sappropri ated
trade secrets. The plaintiff nakes no specific allegations that
Philips engaged in any acts or omssions wthin or directed at
the forum let alone that those contacts gave rise to the clains
set forth in the Arended Conplaint. The nost that the plaintiff
all eges with respect to the activities of Philips is that through
its relationship wwth Respironics and CW as their parent hol ding
conpany, the forumactivities of the subsidiaries should be
inputed to the defendant.

The Court of Appeals for the Federal Circuit has not
specifically articulated a test for inputing the contacts of a

subsidiary corporation to its parent for purposes of
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jurisdiction,? so the Court turns to authority fromwthin the
Third Grcuit. The variety of tests devel oped to anal yze the
parent-subsidiary relationship have all focused on the extent to
whi ch the subsidiary perforns functions in the forumthat the

parent woul d ot herw se have conducted. See (&allagher v. Mazda

Motor of Am, Inc., 781 F. Supp. 1079 (E.D. Pa. 1992) (describing

three related lines of cases discussing the issue).® These tests
are generally consistent with the agency theory of jurisdiction
articulated recently by the Court of Appeals for the Third

Circuit. See Kehm QG| Co. v. Texaco, Inc., 537 F.3d 290, 300 (3d

Cir. 2008) (general jurisdiction will not extend to the parent

2 But see 3D Systens, Inc. v. Aarotech Labs., Inc., 160 F. 3d
1373, 1380-81 (Fed G r. 1998) (noting the Federal Circuit’s
strong presunption of upholding the corporate formin declining
to inpute subsidiary’s contacts to the parent in analyzing
jurisdiction, and citing Third Crcuit precedent); see also
D Janpbos ex rel. Estate of Wingeroff v. Pilatus Aircraft Ltd.,
556 F.3d 94, 108-09 (3d G r. 2009) (testing personal jurisdiction
of a parent conpany on a principal -agent basis, where the agent’s
activities “are of such a character as to anount to doing
busi ness of the parent”) (quoting Curtis Publ’g Co. v. Cassel,
302 F.2d 132, 137 (10th G r. 1962)).

3 The test adopted by the Gallagher court finds inputation
appropriate where the subsidiary perfornms “functions that, but
for the existence of the subsidiary, the parent would have to
undertake.” 1d. at 1085 (describing these activities as “vital
to the survival or the success of the parent”). |In other words,
imputation is appropriate where the subsidiary substitutes for
the parent in the forum (Gallagher explicitly contrasted such
rel ati onships to that of a hol di ng conpany, where “the subsidiary
is not performng a function that the parent would ot herw se have
had to performitself . . . . In such a case, inputing
jurisdictional contacts would be inproper.” 1d.
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unl ess the plaintiff shows control of the subsidiary).

The plaintiff here has failed to allege facts show ng
t hat Respironics or CW conducts activities in the forumthat
Philips woul d otherwi se have conducted itself. The plaintiff has
not alleged that Philips directs the activities of its
subsidiaries. The plaintiff has not controverted the defendants’
supporting declarations that Philips exercises no control over
the activities of CW or Respironics.* Were a nere hol ding
conpany-subsidiary relationship exists, the subsidiary’s contacts
with the forum should not be inputed to the parent absent
al | egati ons show ng why the distinct corporate structures should
not be respected. The plaintiff has not made those all egations
here, and the Court finds that no personal jurisdiction exists
with respect to Philips based on the activity of its
subsi di ari es.

For the sanme reasons, exercising personal jurisdiction
on the basis of “continuous and systenatic general business

contacts” is inappropriate. See, e.q., Helicopteros Nacional es

* The plaintiff had argued earlier in this matter that
control over the “Philips” mark appearing al ongside that of CW
on the Heel Snuggler and on the Respironics web site m ght
support the exercise of jurisdiction. Pl.’s Resp. to Defs.

Mots. to Dismss (Docket No. 41) 7 & Ex. 3. Further discovery by
the plaintiff determ ned that the Philips mark does not belong to
t he novi ng defendant but to its nonparty parent, Koninklijke
Philips Electronics NNV. Pl. s Resp. to Defs.” Renewed Mt. to
Di sm ss (Docket No. 65) Ex. 1 at 4-5.

-14-



de Colonbia, S.A v. Hall, 46 U S. 408, 415-17 (1984) (citing

Int’I Shoe, 326 U.S. at 320). The plaintiff is unable to allege
facts stating a prima facie case that such contacts exist, either

directly by Philips or through its subsidiaries. See KehmGQ |,

537 F.3d at 300. The Court will grant the defendants’ notion

with respect to Philips.

B. R C

The plaintiff initially argued that jurisdiction could
be found on the basis of RIC s holding (and |icensing or other
derivative use) of the ‘157 Patent. The defendants’ decl arations
and the Asset Purchase Agreenent docunenting the transfer of the
*157 Patent from Omi Thermto CW denonstrate that CW is the
sol e owner of the ‘157 Patent, not RIC, and the plaintiff has not
all eged otherwise. The plaintiff relies on argunents that “there
is no way to know if Philips Holding or RIC were in the chain of
ownership of the *157 Patent.” Pl.’s Resp. to Defs.’ Renewed
Mt. to Dismiss 5. The plaintiff cannot nmeet its burden through
suggestions of such a relationship w thout alleging how any
i nternedi ate ownership shows that RIC “purposefully directed its

activities” at the forum Autogenonics, Inc. v. Oxford CGene

Tech. Ltd., 566 F.3d 1012, 1018 (Fed. Cir. 2009) (quoting Burger

King Corp. v. Rudzewicz, 471 U S. 462, 472 (1985)).

Nova al so seeks to assert the existence of personal
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jurisdiction over RIC because of its conduct respecting the use
of the “Heel Snuggler” trademark by CW. The plaintiff argues
that “a licensee’s use of a mark inures to the benefit of the

i censor-owner of the mark,” and that |icensing the Heel Snuggler
mark for CW's use is in fact an activity conducted for the
benefit of RIC. Pl.’s Resp. to Defs.’” Renewed Mbt. to Dismss 6
(citing Lanham Act 8 5, 5 U S.C. 8§ 1055). Nova argues that RIC
IS subject to a statutory duty to control the quality of goods
bearing the mark and that such control denonstrates the

“pur poseful availnment” required to establish specific
jurisdiction.® Nova' s argunent fails for two reasons.

First, it cannot be said that the types of clains
asserted by the plaintiff, for exanple, patent infringenment,
fraudul ent m srepresentation, and Sherman Act violations, “arise
out of” RIC s activities in Pennsylvania; indeed, Rl C conducts no
busi ness in Pennsylvania. The Court notes, but does not decide,

that only the claimfor unjust enrichnment could plausibly be

> The plaintiff apparently was willing to voluntarily
dism ss RIC and Philips provided the noving defendants drafted a
decl aration stating that they “have not been and are not now
involved in licensing the HEEL SNUGGER or PHI LIPS mar ks, and
have taken no part in authorizing the use of or controlling the
quality of the infant heel warnmer goods sold under these marks.”
Defs.” Renewed Mot. to Dismiss Ex. 4 (internal quotations
omtted). The defendants argue that providing such a disclainer
could be prejudicial to their ability to police the use of the
mark. [d. at 2 n.2. The Court concludes that proof of the
licensing activity is not essential to resolve the question of
jurisdiction.
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directed at RIC in connection with its actions in Pennsyl vani a.
Even so, under the plaintiff’s allegations, the defendants and
t heir hol di ng conmpani es woul d be unjustly enriched whether or not
the infringing products bore the “Heel Snuggler” mark.

Second, Federal Circuit |law holds that |icensing
activity, standing alone, is insufficient to sustain jurisdiction

over a nonresident defendant. See Red W ng Shoe Co. V.

Hockerson- Hal berstadt, Inc., 148 F.3d 1355, 1361 (Fed. G

1998). In Red Wng Shoe, the plaintiff asserted that the

district court had personal jurisdiction over the defendant
because of three warning letters it sent to the plaintiff that
(a) suggested the plaintiff was manufacturing products that
infringed the defendant’s patent and (b) offered to negotiate
nonexcl usive license terns. Further, the plaintiff argued that
jurisdiction was proper because the defendant had thirty-six
licensees of its patent selling products in the forum many of
which maintained retail stores in-state. [1d. at 1355-58.

The district court granted the defendant’s notion to
dism ss for |ack of personal jurisdiction. The Federal Crcuit
affirmed, noting that even if the plaintiff’s declaratory
j udgnment action arose out of the defendant’s cease-and-desi st
letters, the “fair play and substantial justice” prong of the

Burger King analysis required the court to acknow edge that the

def endant shoul d not have been subject to suit sinply because it
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asserted its intellectual property rights. Further, the court
found that the defendant’s revenue streamderiving fromits
licensing activity was “irrelevant” and “not ‘constitutionally

cogni zable.”” Id. at 1361-62 (quoting Wrld-Wde Vol kswagen, 444

U S. at 299).

The plaintiff seeks to distinguish Red Wng Shoe

because that case involved patent and not trademark |icensing.

The plaintiff argues that because of a hei ghtened duty to nonitor
product quality that attaches to trademark ownership, R C has the
requi site mninmumcontacts with Pennsylvania. |In spite of these

differences, the Court finds the reasoning of Red Wng Shoe

equal ly applicable to the instant case. See, e.qg., Farina v.

Nokia, 578 F. Supp. 2d 740, 751 (E.D. Pa. 2008) (applying the Red

Wng Shoe analysis to a trademark suit), aff’d on other grounds,

625 F.3d 97 (3d Cr. 2010). Indeed, the Red Wng Shoe defendant

exerci sed regul ar oversight in the forumw th respect to its
intellectual property and had significantly nore |icensing
“contacts” with the forumthan can be all eged here. And although
RIC and CW are related entities (through Philips), the plaintiff
cannot allege that RIC directly controls CW. Thus, RICis
“doi ng business with a conpany that does business in [the
forum,” which cannot of itself give rise to a finding of m ninmm

cont act s. Red Wng Shoe, 148 F.3d at 1361

Wthout nore, the plaintiff cannot neet its burden of
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making a prima facie show ng that the Court has personal
jurisdiction over RIC. The Court, upon resolving any factual
conflicts fromthe affidavits in favor of the plaintiff, cannot
conclude that through its licensing activity alone Rl C has
sufficient contacts with Pennsylvania to sustain jurisdiction.
The Court will, therefore, grant the defendants’ notion with

respect to RIC.

C. The Plaintiff's Motion for Leave to File a Sur-Reply

Finally, the plaintiff noves for |leave to file a brief
in sur-reply alleging that the defendants have not produced
enough information in jurisdictional discovery for it to make the
showi ng required to sustain a finding of jurisdiction over the
nmovi ng defendants. For exanple, the plaintiff argues in its
notion that “the Corporate Defendants [sic] responses show that
at least RIC is nore than a nmere hol ding conpany, and has engaged

in acts that avail itself to this Court’s jurisdiction.” Pl.’s
Mot. for Leave to File a Sur-Reply 1. However, the plaintiff
does not specify what these statenents are or how t hey
denonstrate the existence of jurisdiction.

The plaintiff further argues that before the Renewed
Motion to Dismiss is decided, it requires responses to discovery

requests relating to (a) control of the “Heel Snuggler” and

“Philips” marks, (b) efforts to prosecute and enforce the ‘157
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Patent, and (c) how the Heel Snuggler product was marketed. The
def endants argue that the plaintiff’'s requests reveal no new
factual allegations on the issue of jurisdiction, and contend
that they have substantially conplied with the remai nder of the
plaintiff’s requests.

The Court concludes that even if the docunents and
information the plaintiff seeks revealed that RIC and Philips
were heavily involved in controlling the use and quality of goods
bearing the “Heel Snuggler” and “Philips” marks, such revel ations
woul d be insufficient to sustain a finding of jurisdiction. For
t he reasons detail ed above, hol ding and benefitting economcally
froma patent or trademark through licensing activity cannot
alone formthe basis for jurisdiction. The Court grants the
plaintiff’s notion to the extent its proposed contents were
considered in ruling on the defendants’ instant notion, but
denies it to the extent that the plaintiff is denied | eave to

file a formal brief in sur-reply.

An appropriate order foll ows.
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I N THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

NOVA DESI GN TECHNOLOA ES, : ClVIL ACTI ON
LTD. )
V.
MATTHEW K. WALTERS, et al. ; NO. 10-7618
ORDER

AND NOW this 24th day of October, 2011, upon
consideration of the Renewed Mdtion to Dism ss Defendants Philips
Hol ding USA, Inc. and RIC Investnents, LLC (Docket No. 59), the
plaintiff's response thereto, the defendants’ brief in reply, the
plaintiff’s Mdtion for Leave to File a Sur-Reply (Docket No. 68),
t he defendants’ response thereto, and for the reasons set forth
in a nmenorandum of | aw bearing today' s date, | T IS HEREBY ORDERED

t hat :

1. The defendants’ Renewed Mdtion to Dismss is
GRANTED; and
2. The plaintiff’s Mdtion for Leave to File a Sur-

Reply is GRANTED in part and DENIED in part.

The plaintiff’s nmotion is granted to the extent that
the Court considered the proposed contents of the brief in sur-

reply in ruling on the defendants’ notion.
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The plaintiff’s anended conplaint is dismssed with
respect to the defendants Philips Holding USA, Inc. and RIC

| nvest nents, LLC

BY THE COURT:

/s/ Mary A. MlLaughlin

MARY A. McLAUGHLI N, J.
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